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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 20 October 2006 . 
2a)K This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1-10 and 12-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-10 and 12-18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^3 The drawing(s) filed on 28 July 2003 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 3761. 

Detailed Action 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1 and 13 are rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The new matter includes the limitation "located in the same room as". The closest 
support the Examiner could find for this was the mention in the specification that the invention is 
intended for use in operating rooms and that the connector is located between a wall connection 
and the end effective tool. This does not provide specific support for the new limitation such that 
both the connector and point of use of a vacuum tool are in the same room, only their relation 
ship to a wall port. Even if it can be implied that this describes the elements relationship to a 
wall, this does not mean that they are in the same room. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is riot identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. § 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. § 103(c) 
and potential 35 U.S.C. § 102(e), (f) or (g) prior art under 35 U.S.C. § 103(a). 

Claims 1-10, 12-14, 17 and 18 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Ciavattoni et ah (US 3,665,682; hereinafter "Ciavattoni") in view of Goosen 
(US 5,019,060). 

Ciavattoni teaches vacuum connector (10) located in the same room as the point of use of 
a vacuum tool (12, 14, 16) and capable of being connected to a vacuum source, the vacuum 
connector (10) comprising: 

an inlet (64); 

an outlet (84); 

a separation chamber (26, 68) in communication with the inlet (64); 

a baffle (66, 72) operably mounted in said chamber (26, 68) to cooperate with the inlet 
(64) capable of optimizing the separation of liquid and gaseous material; 

an exhaust air pathway (72, 73, 74, 70, 78) in fluid communication with the separation 
chamber (68) and the outlet (84); and 
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a fluid pathway (100) separate from the air pathway (72, 73, 74, 70, 78), and in 
communication with the separation chamber (68) and the outlet (84)(see figures 1 and 2, infra). 




ATTORNEY. 
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Regarding claims 1, 2 and 4, Ciavattoni does not expressly teach a measuring device. 

Goosen teaches a flow volumetric flow indicator (26)(figure 2, infra). 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to add the flow indicator of Goosen to the evacuation apparatus of Ciavattoni in order to provide 
a means of monitoring the flow rate of the system. 
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Regarding claims 10 and 13, Ciavattoni teaches a vacuum source that includes the 
Venturis (28, 30, 32) when air pressure is applied from an upstream source (col. 2, line 69-col. 3, 
line 25)(figure 5). 

Regarding claim 3, Ciavattoni teaches an inlet (30). 

Regarding claim 5, Ciavattoni teaches a decontamination unit (70, 76). 

Regarding claim 6, Ciavattoni teaches a collection chamber in communication with the 
separation chamber (26). 

Regarding claim 7, Ciavattoni teaches a pressure regulator (36) that effectively regulates 
the vacuum level that occurs downstream of Venturis (28, 30, 32)(col. 2, line 69-col. 3, line 25). 

Regarding claims 8 and 14, Ciavattoni in view of Goosen do not expressly disclose a 
microprocessor-based flow meter. 

Merely automating a prior art process is not sufficient to patentably distinguish a claimed 
invention if no unexpected result can be demonstrated. See In re Venner, 262 F.2d 91, 95, 120 
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USPQ 193, 194 (CCPA 1958) (Appellant argued that claims to a permanent mold casting 
apparatus for molding trunk pistons were allowable over the prior art because the claimed 
invention combined "old permanent-mold structures together with a timer and solenoid which 
automatically actuates the known pressure valve system to release the inner core after a 
predetermined time has elapsed." The court held that broadly providing an automatic or 
mechanical means to replace a manual activity which accomplished the same result is not 
sufficient to distinguish over the prior art.). MPEP § 2144.04. In the instant case, applicants 
have added electronic calculating means to a flow meter, which can automatically calculate flow 
rates, etc. This is simply an automation step over the manual calculations which may be 
performed by the combination of Ciavattoni and Goosen. 

Regarding claims 9 and 13, Ciavattoni teaches an end effector (12, 14, 16). 

Regarding claims 12 and 17, Ciavattoni teaches a filter (76) and decontamination unit 
(70,76). 

Regarding claim 18, Ciavattoni teaches that the vacuum source includes a centrifugal 
separator (68)(col. 2, lines 11-33; col. 3, line 1 1-col. 4, line 7). 

Claims 15 and 16 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Ciavattoni and Goosen as applied to claims 1-10, 12-14, 17 and 18 above, and further in view of 
Walker (US 5,195,995 A). 

Ciavattoni in view of Goosen do not expressly teach a key pad input device. 

Walker teaches a keyboard (3) for controlling a medical suction apparatus (see figure 1, 

infra). 
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At the time of the invention, it would have been obvious for one of ordinary skill in the 
art to add the keyboard of Walker to the evacuation apparatus of Ciavattoni in view of Goosen in 
order to provide a means of controlling the air pressure and vacuum applied to a patient. 



Response to Arguments 
Applicant's arguments filed 20 October 2006 have been fully considered but they are not 
persuasive. 

Regarding the rejections under 35 USC § 1 12(1), applicants assert that the specification 
supports the limitation "located in the same room as". Applicants point out section [0035] which 
describes an embodiment "for picking up material at one or more locations at which surgical 
procedures are performed" and a "at least one wall port at each of the one or more locations." 
While it can be reasonably implied that this supports the position of the end effector(s) and 
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connector relative to wall ports and therefore at least one wall, this does not require that these 
elements are located in the same room. 

Regarding the rejections under 35 USC § 103, applicants assert that Chiavattoni does not 
disclose an air pathway in communication with the separation chamber and outlet and a fluid 
pathway separate from the air pathway, and in communication with the separation chamber and 
the outlet. This argument is not persuasive because Ciavattoni discloses an exhaust air pathway 
(72, 73, 74, 70, 78) in communication with the separation chamber (68) and outlet (84) and a 
fluid pathway (84, 100) separate from the air pathway (72, 73, 74, 70, 78), and in communication 
with the separation chamber (68) and the outlet (84)(see figure 2, supra). Both the discharge line 
(100) and exhaust airway (72, 73, 74, 70, 78) are in fluid communication with outlet (84) as there 
no physical structure preventing fluid from passing between these elements. Also, exhaust fluid 
(air) is vented from outlet (84) to exhaust chamber (70) via vent (102). 

Conclusion 

THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 



date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bogart whose telephone number is (571) 272-4933. 

In the event the examiner is not available, the Examiner's supervisor, Tatyana Zalukaeva 
may be reached at phone number (571) 272-1 1 15. The fax phone number for the organization 
where this application or proceeding is assigned is (571) 273-8300 for formal communications. 
For informal communications, the direct fax to the Examiner is (571) 273-4933. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-3700. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair2direct.uspt0.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 





5 January 2007 



